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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S. C. 121 : 

I. Claims 1-48, drawn to a method for displaying a targeted advertisement to a 
viewer of a display in conjunction with displaying a broadcast stream, classified 
in class 725, subclass 34. 

II. Claims 49-78, drawn to a personal video recorder for sending a target 
advertisement to a display for viewing by a viewer in conjunction with viewing a 
broadcast stream on the display, classified in class 725, subclass 55. 

2. Inventions I and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the use of a personal video recorder as in Group II for sending a target 
advertisement is not required in Group I. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 
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Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

During a telephone conversation with Mr. Jason Evans on 06/01/2006 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-48. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
49-78 withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn 
to a non-elected invention. 



Claim Rejections - 35 (JSC 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

4. Claims 1-48 are rejected under 35 U.S.C. 102(b) as being anticipated by Hite et al. 
(U.S. Patent No. 5,774,170). 

Regarding claim 1, Hite discloses a method for displaying a targeted advertisement to a 
viewer of a display in conjunction with displaying a broadcast stream on the display comprising 
the first three steps a-c (as claimed) for the displaying of a broadcast stream or video stream 
based on the selection from the user/viewer using a viewing control interface, i.e., a remote 
control (see Fig. 5, item 446 for the remote controller; and col. 14/lines 21-58 as the controller 
selects which broadcast signal stream for displaying to the user/viewer). Hite further teaches the 
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last three steps as the user profile is used for determining the first targeted advertisement 
delivered to the viewer (Fig. 2 and col. 1 1/lines 13-30). 

As for claims 2-9, these repetitive claims simply refer to the viewer update profile to the 
headend, and based on the updated viewer profile, the updated or second advertisement is 
delivered or broadcasted to the viewer (col. 3/line 65 to col. 4/line 23; col. 1 1/lines 13-45 for the 
algorithm to consistently update the consumer database and provide updated and appropriate 
advertisements to the viewer). 

As for claim 10-13, Hite teaches these features for displaying ID of at least one of the 
stored advertisements, menu or list of advertisements on the display, including a banner or an 
icon (refer to Figs. 2 & 3; and col 9/line 43 to col. 10/line 53). 

As for claims 14-16, Hite further teaches these features as the updated (second) 
advertisement needs to follow the first advertisement, i.e., even the viewer changes the channel, 
the advertisement can be continued to complete on the new channel (col. 7/line 65 to col. 8/line 
17); and the displaying for the above advertisements are at the same time for displaying regularly 
scheduled advertisements within the broadcast stream (col. 7/line 65 to col. 8/line 17 for the 
displaying time slots are adjacent and on the regularly scheduled advertisements). 

As for claims 17-20, Hite further discloses wherein the broadcast stream is a TV 
broadcast stream, a cable broadcast stream, a satellite broadcast stream, and an Internet broadcast 
stream (col. 5/lines 40-50; col. 6/line 60 to col. 7/line 14; col 7/line 52-col. 8/line 17; and col. 
1 3/line 58 to col 1 4/line 58 for a wide range of sources and digital/analog/coaxial, cable, 
satellite, cable modem etc.). 
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As for claims 21-24, Hite further teaches these features as the object of Hite is to target 
advertisements to each viewer based on their profile (col. 3/lines 20-28 & col. 4/lines 3-18), and 
the advertisements can be stored on a hard disk (Fig. 5/item 456 and col. 1 4/lines 32-46 for 
storing and playback including the commercials or advertisements). 

As for claims 25-48, these claims with same features as claimed earlier are rejected for 
the reasons given in the scope of claims 1-24 as disclosed in details above. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Hite et al. (U.S. Pat. No.6,002,393) disclose a system and method for delivering targeted 
advertisements to consumers using direct commands. 

Hendricks et al. (U.S. Pat. No. 5,990,927) disclose an advanced set top terminal for cable 
television delivery systems. 

Srinivasan et al. (US 2001/0023436 Al) disclose a method and apparatus for multiplexing 
separately-authored metadata for insertion into a video data stream. 

Watchforgel et al. (US 2002/0138831 Al) disclose advertisements in an end-user controlled 
playback environment. 
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Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 

Washington, DC. 20231 

or faxed to PTO New Central Fax number: 

(571) 273-8300, (for Technology Center 2600 only) 

JTand deliveries must be made to Customer Service Window, 
(Randolph (Building, 401 <Dulany Street, Alexandria, VJL 22314. 

7. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Krista Kieu-Oanh Bui whose telephone number is (571) 272-7291. The 

examiner can normally be reached on Monday-Friday from 9:30 AM to 7:00 PM, with alternate 

Fridays off 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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